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present application as evidenced by an assignment recorded at Reel No. 010031, Frame 0873 by 
the Assignment Branch of the United States Patent and Trademark Office. 

RELATED APPEALS AND INTERFERENCES 

Appellant, Appellant's legal representative and Assignee are unaware of any prior or 
pending appeal, interference or judicial proceeding that may be related to, that may directly 
affect, that may be directly affected by, or that may have a bearing on the Board's decision in the 
present appeal. Because of this lack of knowledge, no decisions are included in the appendix 
labeled RELATED APPEALS AND INTERFERENCES. 

STATUS OF CLAIMS 

Currently, the following status exists for each of the claims: Claims 1-7 stand rejected; 
Claims 8-14 have been cancelled; Claims 15-17 stand rejected; Claims 18-23 have been 
cancelled; Claims 24-30 stand rejected; Claim 31 is allowed; Claims 32-34 stand rejected; 
Claims 35 is objected to as depending upon rejected Claim 1; Claim 36 stands rejected; Claim 37 
is objected to as depending upon rejected Claim 1; and Claim 38 stands rejected. 

The rejections of Claims 1-7, 15-17, 24-30, 32-34, 36 and 38 are being appealed. 

STATUS OF AMENDMENTS 
No amendments have been filed subsequent to the rejection. Therefore, the claims 
before the Board appear as they were rejected. 

SUMMARY OF CLAIMED SUBJECT MATTER 

To ease the understanding of the claimed subject matter, the following description will 
make reference to the published version of the application on appeal. The application was 
published on September 2, 2004 as United States Patent Application Publication No. US 
2004/01 68488 Al . A copy of the publication is attached in the Evidence Appendix. 
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In general, the present invention relates to a locking cap for a pipe end. In one preferred 
configuration, the present invention relates to a locking cap 
that attaches to a fire department connection. Fire 
department connections are commonly found at standpipe 
locations alongside buildings, for instance. See Figure 1 
(reproduced to the right). As explained in the Background 
of the Invention, in particular at paragraphs [0006] through 
[0008], these fire department connections are often in 
easily accessed areas and, therefore, are often subject to 
vandalism or foolishness. If an individual were to place 
trash, rocks or the like in an unprotected fire department connection, use of the fire department 
connection would compromised at best and use of the fire department connection could destroy 
the associated sprinkler system at worst. Thus, the present invention provides locking caps, and 
keys for use with such locking caps, whereby the locking caps can be locked in place to secure 
the fire department connection until the fire department needs to remove the locking cap to 
recharge the sprinkler system during an actual emergency. 

As best shown in the 




/ JO 

LJ.. r 



exploded view of Figure 4, which 
is reproduced to the right, the 
illustrated locking cap 20 
generally comprises a face plate 
32 and a plug portion 38. See 
[0031] . The face plate 32 
comprises a front surface 86 and a 
rear or back surface 88. See 
[005 J J, The face plate 32 also can comprise at least two pins 94 that project fi-om the fi-ont 
surface 86. In the illustrated embodiment, the two pins 94 are connected to the plug portion via 
the face plate 32 such that the pins 94 can allow rotation of the plug portion 38 without 
facilitating expansion or contraction of the plug portion 38. See [0052] . 
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The face plate 32 can be connected to the plug portion 38. See [0050]. In the illustrated 
configuration, the face plate 32 is connected to the plug portion 38 such that the back surface 88 
of the face plate 32 is proximate a surface of the plug portion 38. See Figure 3A. In some 
embodiments, the back surface 88 of the face plate 32 substantially faces a front surface 44 of the 
plug portion 38. Id. 



The plug portion 38 has a front surface 44, a rear surface 46 and a side surface 48. See 
[0036]. The plug portion 38 is sized and configured to be received by the pipe end with the side 
surface 48 of the plug portion 38 having a surface area generally coextensive with an inner 
contacted surface of the pipe. Id. At least a portion of the plug portion 38 is capable of selective 
expansion and contraction to create a frictional interlock between the locking cap 20 and the pipe 
end. Id. 

A slot 56 extends longitudinally between the front surface 44 and the rear surface 46 
while also extending radially between the side surface 48 and a relief opening 58 defined within 




the plug portion 38. See [0040] and [0041]. A channel 66 is defined 
through the plug portion 38 along the slot 56. See [0044]. The 
channel 66 is radially displaced from the relief opening 58. See Figure 
3B, which is reproduced to the left. 

The channel 66 receives a longitudinally translatable spreader 
member 40. See [0044]. At least one surface of the spreader member 
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40 or the channel 66 is tapered such that the spreader member 40 and the channel 66 cooperate to 
expand and retract the plug portion 38. /rf. 

A key 26 also can be provided for locking and 



The first issue before the Board is whether the subject matter of Claims 1-3, 32-34, 36 
and 38 is anticipated by U.S. Patent No. 5,419,650 to Hoshino. 

The second issue before the Board is whether the subject matter of Claim 7 is rendered 
unpatentable by the combination of Hoshino and U.S. Patent No. 4,651,771 to Borenstein. 

The third issue before the Board is whether the subject matter of Claims 4-6 is rendered 
unpatentable by the combination of Hoshino and U.S. Patent No. 5,803,1 10 to Segal. 

The fourth issue before the Board is whether the subject matter of Claims 15-17 is 
rendered unpatentable by the combination of Hoshino and U.S. Patent No. 4,526,193 to Drach. 

The fifth issue before the Board is whether the subject matter of Claims 24-28 is rendered 
unpatentable by U.S. Patent No. 5,704,261 to Strauch. 

The sixth issue before the Board is whether the subject matter of Claims 24 and 29 is 
rendered unpatentable by U.S. Patent No. 5,033,501 to Stehling and Strauch. 

The seventh issue before the Board is whether the subject matter of Claims 24 and 30 is 
rendered unpatentable by the combination of Borenstein and U.S. Patent No. 5,295,831 to 
Patterson. 



unlocking the locking cap 20. See Figure 3A and [0055], The 
key 26 comprises a head 100 and a handle 96. Id, In one 
configuration, the head 100 features a seven sided protrusion 
110. See Figure 7, which is reproduced to the right. The 
head 100 advantageously is selectively engageable with a 
related structure on the locking cap 20. Id, The handle 96 
preferably is configured to plastically deform when a level of 
torque exceeds a predetermined level of torque and the key 26 
more preferably does not require a relief cut. 
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APPELLANT^S ARGUMENTS 



Claims 1-3, 32-34, 36 and 38 Are Not Anticipated by Hoshino 

Claims 1-3, 32-34, 36 and 38 stand rejected as anticipated by Hoshino (U.S. Patent No. 
5,419,650); however, Hoshino did not disclose each limitation of the rejected claims. 

To facilitate understanding of the respective positions. Appellant includes a modification 
of Figure 1 of Hoshino that sets forth the Examiner's application of Hoshino. With this 
understanding of Hoshino, Appellant will address some of the claim limitations not disclosed by 
Hoshino. 

Claims 1, 32 and 33 are independent claims with Claims 2, 3, 34, 36 and 38 depending 
from Claim 1. Each of independent Claims 1, 32 and 33 recites, among other limitations, a 

channel that receives a longitudinally translatable 
spreader member wherein at least one surface of 
the spreader member or the channel is tapered such 
that the spreader member and the channel 
cooperate to expand and contract the plug portion. 
These claims also recite a slot extending 
longitudinally between a fi"ont surface of the plug 
portion and a rear surface of the plug portion and 
radially between a side surface of the plug portion 
and a relief opening defined within the plug 
portion. 

As shown to the left, the Examiner has 
construed the single lumen through the "plug" as 
defining both "the relief opening" and the 
"channel". The "channel" has been defined by the 
Examiner as the narrowest portion of the lumen 
with the "relief opening" being defined by the 
Examiner as the sloping wall of the plug that, at its 
narrowest portion, becomes the "channel." Thus, 
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under the Examiner's construction, the channel is indicated by the dashed line in the modified 
figure with the relief opening being the region defined between the sloping surfaces and the 
dashed line. In other words, the channel is cylindrical and its only actual surface, surface 23, is 
positioned at a location within the "plug" that will not contact any tapered surface of the 
"spreader member," as shown in Figure 2 of Hoshino. 

The Examiner has argued that Figure 6of Hoshino, which 
is reproduced to the right, shows the tapered surface of the 
spreader 40 engaging the vertical wall 23 (i.e., the channel in the 
Examiner's construction) to spread the plug. The Examiner's 
argument is not possible given the actual construction of Hoshino. 
Hoshino uses two metal components that each has a tapered 
surface. The tapered surfaces slide along each other to expand the 
outer component. There is no possible contact between the 
cylindrical portion 23 (i.e., the "channel") 
and the tapered surface of the spreader 40. 

Once in the region of the cylindrical portion 23, the tapered surface of the 
spreader 40 is useless - it is no longer in contact with the wall. This is 
amply demonstrated by the enlarged portion of Figure 6 reproduced to the 
left. Thus, the channel and the spreader member of Hoshino cannot 
cooperate to expand and contract the plug portion. Rather, under the 
Examiner's construction, the tapering surface of the ^^relief opening" and 
the spreader member cooperate to expand and contract the plug portion. 
Claims L 32 and 33 

Hoshino did not identically disclose every element of the rejected claims. See 
Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. Cir. 1990) 
(stating that the identical invention must be shown in as complete detail as is contained in the 
claim). Since Hoshino did not disclose, among other limitations, "the spreader member and the 
channel [cooperating] to expand ... the plug portion," Claims 1, 32 and 33 are not anticipated by 
Hoshino. Accordingly, Appellant respectfully requests that the Board reverse the Examiner's 



rejection of Claims 1, 32 and 33. 
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Claim 33 

Moreover, Claim 33 recites, among other limitations, the plug portion of the fire 
department connection locking cap sized and configuried to be received by the pipe end of the fire 
department connection with the side surface of the plug portion having a surface area generally 
coextensive with an irmer contacted surface of the pipe end of the fire department coimection. 
Applicant respectfully submits that Hoshino did not disclose any structure associated with a fire 
department locking cap or a fire department connection. It is fundamental that, under 35 U.S.C. 
102, every limitation of a claim must identically appear in a single prior art reference for it to 
anticipate the claim. Here, Hoshino failed to disclose a fire department connection locking cap 
with the recited configuration. 

For at least these reasons as well as those discussed above, Hoshino did not anticipate 
Claim 33. Accordingly, Appellant respectfully requests that the Board reverse the Examiner's 
rejection of Claim 33. 

Claim 36 

While Claim 36 also is not anticipated for the same reasons that Claim 1 is not 
anticipated, Claim 36 also recites, among other limitations, that the slot extends completely 
through the channel. As explained above, under the Examiner's construction, the channel is the 
cylindrical center of the lumen. As such, the slot extends only to one side of the charmel and 
extends along only a portion of the channel. Thus, under no construction consistent with the 
construction used to reject Claim 1 can the slot of Hoshino be argued to extend completely 
through the channel. For at least this additional reason, Hoshino did not anticipate Claim 36. 
Accordingly, Appellant respectfully requests that the Board reverse the Examiner's rejection of 
Claim 36. 

Claims 2. 3. 34, 36 and 38 

Claims 2, 3, 34 and 38 ultimately depend from Claim 1 and each of these dependent 
claims is not anticipated for at least the same reasons as Claim 1 is not anticipated. Accordingly, 
Appellant respectfully requests that the Board reverse the Examiner's rejection of Claims 2, 3, 34 
and 38. 
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Claim 7 Is Patentable Over the Combination of Hoshino and Borenstein 

Claim 7 stands rejected as unpatentable over the combination of Hoshino and Borenstein 
(U.S. Patent No. 4,651,771). However, the Examiner has not established a prima facie case of 
obviousness. The Patent and Trademark Office has the burden under 35 USC 103 to establish a 
prima facie case of obviousness. In re Piasecki, 745 F.2d 1468, 1471-72, 223 USPQ 785, 787- 
87 (Fed. Cir. 1984). To establish a prima facie case of obviousness, three basic criteria must be 
met: first, there must be some suggestion or motivation, either in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings; second, there must be a reasonable expectation of success; and 
finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. See M.P.E.P. § 2143. Here, Hoshino and Borenstein are not properly combinable. 

The Office Action states that "Hoshino teaches a plug member on a locking cap but fails 
to specify the material used." Borenstein is then combined with Hoshino to assert that the 
material from Borenstein, brass, can be combined with Hoshino, and in doing so, the 
combination allegedly renders Claim 7 obvious. Applicant respectfully submits that Claim 7 is 
patentable over this combination and that the combination is improper. 

First, Claim 7 depends fi-om Claim 1, and as explained previously, Hoshino does not 
teach all the limitations recited in Claim 1 . As Borenstein is only combined with Hoshino to 
establish a choice of material, the combination of Hoshino and Borenstein still lack a teaching or 
suggestion of all the limitations of Claim 1 for the reasons set forth above. Accordingly, Claim 7 
should be allowed because it depends from an allowable claim. 

Second, if Hoshino and Borenstein are combined, the combination would be for the 
purpose of establishing a brass plug portion. The plug portion of Hoshino, however, is a thin- 
walled tube, and combining the references would necessarily result in a brass, thin-walled tube. 
The brass, thin-walled tube would necessarily yield too easily and would not return to a 
compressed state when the moveable member is retracted. Thus, the combination would render 
Hoshino unfit for its intended purposes. Applicant, therefore, respectfully submits that the 
combination of Hoshino and Borenstein is inappropriate as it would render the modified 
reference unfit for its intended purpose. 
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For at least these reasons, the subject matter of Claim 7 is not rendered unpatentable by 
the combination of Hoshino and Borenstein. Accordingly, Appellant respectfully requests that 
the Board reverse the Examiner's rejection of Claim 7. 

Claims 4-6 Are Patentable Over the Combination of Hoshino and Segal 

Claims 4-6 stand rejected as unpatentable over the combination of Hoshino in view of 
Segal (U.S. Patent No. 5,803,110). 

Claims 4-6 depend from Claim 1, and as explained previously, Hoshino does not teach all 
the limitations recited in Claim 1. As Segal is only combined with Hoshino to establish an 
allegedly similar key head, the combination of Hoshino and Segal still lack a teaching or 
suggestion of all the limitations of Claim 1 for the reasons discussed above. Accordingly, Claims 
4-6 are patentable over the applied combination. 

Segal has been relied upon by the Examiner for a 
teaching of a bolt head, which is shown in Figure 6. The bolt 
head comprises 8 apexes defined by 8 wavy grooves. The 
Examiner also apparently is relying upon Figure 7 to show a 
key head portion with a male pattem that is complementary to 
the female pattem of the bolt head. Figure 7 is reproduced to 

the right as well. As can be seen in the two figures, the 
"pattem" of the "key" clearly is not complementary to the 
"pattern" of the bolt head. The male key may engage with the 
female pattem of the bolt head but being complementary, as 
used in the specification and the claims of the present 
application, indicates more than just engagement as can be 
determined by comparing the language of Claim 3 with the 
language of Claim 4. 
Claim 4 

Claim 4 recites, among other limitations, the key head portion having a male pattem that 
is complementary to the female pattem. Such a construction is not taught or suggested by Segal 
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and such a construction is not taught or suggested by Hoshino. Thus, such a construction is not 
taught or suggested by the combination of Hoshino and Segal. 

Accordingly, Claim 4 is patentable over the combination of Hoshino and Segal. 
Appellant respectfully requests that the Board reverse the Examiner's rejection of Claim 4. 

Claims 5 and 6 

Claims 5 and 6 depend from Claim 4 and are patentable over the applied combination for 
at least the same reasons that Claim 4 is patentable over the applied combination. Moreover, 
Claim 5 recites that the female pattern is a cloverleaf consisting of seven apexes and eight wavy 
grooves interconnecting the seven apexes. As such, the pattern of Claim 5 must have seven 
apexes and no more. Thus, Claim 5 also is not taught by the combination. 

Accordingly, Claims 5 and 6 are patentable over the combination of Hoshino and Segal. 
Appellant respectfully requests that the Board reverse the Examiner's rejection of Claim 4. 

Claims 15-17 Are Patentable Over the Combination of Hoshino and Drach 

Claims 15-17 stand rejected as unpatentable over the combination of Hoshino in view of 
Drach (U.S. Patent No. 4,526,193). Claims 16 and 17 stand or fall with Claim 15. 

Drach taught conically shaped 
projections 24, 26 that were used to couple a 
wrench B to an inner member 10. By rotating 
the inner member 10, a valve stem 30 could 
be manipulated to turn on and off a fire 
hydrant H. An outer member 12 rotated 
freely about the outer circumference of the 
inner member 10 to make it difficult to turn 
the inner member 10 by any means other than 
using the conically shaped projections 24, 26. 

The Examiner contends that the 
Hoshino face plate 32 is "integral" with the 
plug 21 and, as such, providing pins on the 
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face plate, as taught by Drach, would provide pins on the plug (assuming that is integral with the 
face plate). 

As discussed above, the Patent and Trademark Office has the burden under 35 USC 103 
to establish a prima facie case of obviousness. In re Piasecki, 745 F.2d 1468, 1471-72, 223 
USPQ 785, 787-87 (Fed. Cir. 1984). To establish a prima facie case of obviousness, three basic 
criteria must be met: first, there must be some suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of ordinary skill in the art, to modify 
the reference or to combine reference teachings; second, there must be a reasonable expectation 
of success; and finally, the prior art reference (or references when combined) must teach or 
suggest all the claim limitations. See M.P.E.P. § 2143, 

Thus, to establish obviousness based on a combination of the elements disclosed in the 
prior art, there must be some motivation, suggestion or teaching, in the prior art, of the 
desirability of making the specific combination. See In re Dance, 160 F.3d 1339, 1343, 48 
USPQ2d 1635, 1637 (Fed. Cir. 1998); In re Gordon, 733 F.2d 900, 902, 221 USPQ 1125, 1127 
(Fed. Cir. 1984); and MPEP 2143,01. Appellants respectfiilly submit that the Examiner has not 
identified any motivation, suggestion or teaching in the prior art of the desirability of combining 
Hoshino and Drach, and thus has failed to establish a prima facie case of obviousness. 

Claim 1 5 specifically recites that the pins are "connected to the plug to allow rotation of 
the plug but not to facilitate expansion or contraction of the plug." There is absolutely no reason 
suggested by the prior art to provide the plug of Hoshino with the pins of Drach. The pins of 
Drach are used to drive the actuator - the plug is not the actuator in Hoshino. 

The Examiner attempts to remedy the lack of teaching or suggestion by stating that "it 
would have been obvious to one of ordinary skill in the art to change the key configuration of 
the face plate 32 of Hoshino by providing pin members as taught by Drach since they are art 
related equivalents." Page 4 of the Office Action dated June 24, 2005. Thus, the Examiner's 
own reasoning would substitute tiie pins for the key configuration, which is used to move the 
actuator that expands and contracts the plug. Claim 15, however, recites, among other 
limitations, "the pins being connected to the plug to allow rotation of the plug but not to facilitate 
expansion or contraction of the plug." Thus, the Examiner's own suggestion would not resuh in 
the claimed configuration. 
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Accordingly, there is no proper suggestion to combine the applied references and, if there 
were a proper suggestion, the resulting configuration still would not suggest every recited 
limitation of the rejected claim. Thus, Claim 15 is patentable over the applied combination. 
Appellant respectfully requests that the Board reverse the Examiner's rejection of Claim 15. 

Claims 16 and 17 depend from Claim 15 and are patentable over the applied combination 
for at least the same reasons that Claim 15 is patentable over the applied combination. Appellant 
respectfully requests that the Board also reverse the Examiner's rejection of Claims 16 and 17. 

Claims 24-28 Are Patentable Over Strauch 

Claims 24-28 stand rejected as impatentable over Strauch et al. (U.S. Patent No, 
5,704,261). Strauch did not teach or suggest each limitation of the rejected claims. 

Strauch taught a torque-exerting tool such as a screwdriver in which the shank section of 
the tool had a lower torsion spring constant than the working portion. There is no teaching or 
suggestion of a locking cap or a key for use with a locking cap. 

Claims 24, 26 and 27 

Claim 24 recites, among other limitations, a locking cap key for locking and unlocking a 
locking cap... the head selectively engageable with a related structure on the locking cap. 
Applicant submits that the preamble recitation of a locking cap key is a limitation on the claim 
and that a screwdriver is not a key. Moreover, the teaching by Strauch of a deforming 
screwdriver is not a teaching or a suggestion of a deformable locking cap key that is engageable 
with a related structure on the locking cap. As discussed above, without such a teaching or 
suggestion, a prima facie case of obviousness has not been established and Claim 24 is properly 
patentable over Strauch. Appellant respectfully requests that the Board reverse the Examiner's 
rejection of Claim 24. 

Claims 26 and 27 depend from Claim 24 and are patentable over the applied reference for 
at least the same reasons that Clam 24 is patentable over the applied reference. Appellant 
respectfully requests that the Board also reverse the Examiner's rejection of Claims 26 and 27. 

Claim 25 

Claim 25 depends from Claim 24 and is patentable over the applied reference for at least 
the same reasons that Claim 24 is patentable over the applied reference. Claim 25 also recites, 
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among other limitations, that the handle be configured to plastically deform when a level of 
torque exceeds a predetermined level of torque required to lock the locking cap in position. 
Again, there is no teaching or suggestion of such a limitation in Strauch. Without the requisite 
teaching or suggestion, a prima facie case of obviousness has not been established and Claim 25 
is properly patentable over Strauch. Accordingly, Appellant respectfully requests that the Board 
reverse the Examiner's rejection of Claim 25. 
Claim 28 

Claim 28 depends from Claim 24 and is patentable over the applied reference for at least 
the same reasons that Claim 24 is patentable over the applied reference. Claim 28 also recites, 
among other limitations, that the related structure on the locking cap includes a recessed pattern 
that is complementary to the raised pattern recited by Claim 27. As explained above, there is not 
teaching or suggestion in Strauch of a locking cap. Without such a teaching or suggestion, a 
prima facie case of obviousness has not been established and Claim 28 is properly patentable 
over the reference. Appellant respectfully requests that the Board reverse the Examiner's 
rejection of Claim 28. 

Claims 24 and 29 Are Patentable Over Stehling and Strauch 

Claims 24 and 29 stand rejected as unpatentable over Stehling in view of Strauch. 
Stehling and Strauch are not properly combinable. Even if combined, Stehling and Strauch did 
not teach or suggest each limitation of the rejected claims. 

Stehling taught a wrench that had multiple purposes: (1) removing a fire hydrant cap; (2) 
actuating a fire hydrant by manipulating the valve stem; (3) operating equipment on the truck. 
Accordingly, the same wrench was used for activities requiring varied levels of torque. There is 
no teaching or suggestion to configure the handle of the wrench to plastically deform when a 
level of torque exceeded a predetermined torque. Such a configuration would require that the 
level of torque be set to the greatest torque that the wrench needed to impart, regardless of 
whether that torque was in association with the cap, the valve stem or the equipment on the truck. 

Strauch taught a torque-exerting tool such as a screwdriver in which the shank section of 
the tool had a lower torsion spring constant than the working portion. The shank was capable of 
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plastic deformation following an elastic deformation. Strauch also did not provide any 
motivation to combine the two references. 

The Examiner stated that "[i]t would have been obvious to one of ordinary skill in the art 
to modify the key of Stehling by providing a deformation zone as taught by Strauch et al as an 
obvious matter of design choice in enhancing the security of the lock cap." This asserted 
suggestion of the combination's desirability, however, does not come from either of the 
references or the prior art of record. In this regard, Stehling says nothing about the need for to 
protect the cap from being over- tightened. Indeed, Stehling anticipates that, once tightened, 
actions taken by vandals may cause ftirther tightening of the cap. In addition, Strauch says 
nothing about using the deformation feature taught by Strauch in the environment of a locking 
cap - Strauch is only concerned with tool bits. Thus, nothing can be taken from either reference 
that would suggest incorporating Strauch' s deforming feature with the wrench disclosed by 
Stehling. 

Moreover, as explained at Col. 1, lines 53-56, the torque applied to the wrench is 
considerable. The cap would be installed using the wrench. Col. 3, lines 7-11. Protecting the 
cap would require that the wrench deform when the torque applied during tightening exceeds the 
predetermined torque. However, if vandals attempt to remove the cap, the cap further tightens 
onto the fire hydrant. Thus, to remove the cap, the allowable torque would necessarily have to be 
greater than the torque at which the wrench deformed during installation of the cap. Thus, to 
protect the cap by limiting installation torque, the ability to always be able to remove the cap in 
an emergency would be compromised. For this additional reason, modifying the wrench of 
Stehling by providing a deformation zone as taught by Strauch would render the disclosed 
invention of Strauch unusable for its intended purpose and, therefore, such a modification would 
not be proper. 

For at least these reasons, the combination of Stehling and Strauch is not proper and 
Claims 24 and 29 are properly patentable. Appellant respectfully requests that the Board reverse 
the Examiner's rejections of Claims 24 and 29. 
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Claims 24 and 30 Are Patentable Over Borenstein and Patterson 

Claims 24 and 30 stand rejected as unpatentable over Borenstein in view of Patterson. 
The two references, however, do not teach or suggest each limitation of Claims 24 and 30. 

Borenstein taught a wrench for use with a fire hydrant protective cap. Patterson taught a 
disposable torque wrench for dental components. The torque wrench of Patterson requires a 
relief cut to ensure that the wrench will yield as described by the patent. 

Claim 24 recites, among other limitations, that the locking cap keys do not include a relief 
cut, as required by Patterson. Accordingly, Applicant respectfully submits that neither reference 
taught or suggested a handle that was configured to plastically deform when a level of torque 
exceeded a predetermined level of torque and where the key did not require a relief cut. Without 
such a teaching, Claim 24 is properly patentable over the applied combination. Appellant 
respectfully requests that the Board reverse the Examiner's rejection of Claims 24 and 29. 

CONCLUSION 

In view of the foregoing, Appellant respectfully submit that the Examiner's rejections are 
not well founded. Appellant therefore respectfully request that the Board reverse the Examiner's 
rejections. 



Respectfully submitted, 



KNOBBE, MARTENS, OLSON & BEAR, LLP 





4wbert J. Roby I ) I 
RegistraticxLNo. 42O04 
Attorney of Record 
Customer No. 20,995 
(949) 760-0404 
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CLAIMS APPENDIX 

1. (Original) A locking cap for a pipe end, the locking cap comprising a face plate and a 
plug portion, the face plate having a front surface and a rear surface, the plug portion having a 
front surface, a rear surface and a side surface, a slot extending longitudinally between the front 
surface and the rear surface and radially between the side surface and a relief opening defined 
within the plug portion, a channel defined through the plug portion along the slot, the plug 
portion connected to the face plate with the rear surface of the face plate arranged to substantially 
face the front surface of the plug portion, the plug portion sized and configured to be received by 
the pipe end with the side surface of the plug portion having a surface area generally coextensive 
with an inner contacted surface of the pipe end, the channel receiving a longitudinally 
translatable spreader member wherein at least one surface of the spreader member or the channel 
is tapered such that the spreader member and the channel cooperate to expand and retract the 
plug portion. 

2. (Original) The locking cap of Claim 1 further comprising an actuator mechanism, the 
actuator mechanism having an actuator shaft which extends through the channel and is engaged 
with the spreader member such that as the actuator shaft rotates within the channel the spreader 
member translates within the channel. 

3. (Original) The locking cap of Claim 2, wherein the actuator shaft has an actuator head 
portion, the actuator head portion being selectively engageable with a key head portion such that 
the key head portion selectively causes the actuator to rotate. 

4. (Original) The locking cap of Claim 3, wherein the actuator head portion has a female 
pattern and the key head portion has a male pattern that is complementary to the female pattern. 

5. (Original) The locking cap of Claim 4, wherein the female pattem is a cloverleaf 
consisting of seven apexes and eight wavy grooves interconnecting the seven apexes. 

6. (Original) The locking cap of Claim 4, wherein the female pattem comprises at least 
five apexes. 

7. (Original) The locking cap of Claim 1, wherein the plug portion is formed from brass. 
15. (Previously Presented) A locking cap for a pipe end comprising a face plate, the face 

plate having a front surface and at least two pins projecting from the front surface, the face plate 

having a back surface and being connected to a plug portion such that the back surface of the face 
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plate is proximate a surface of the plug portion, at least a portion of the plug portion being 
capable of selective expansion and contraction to create a fiictional interlock between the locking 
cap and the pipe end, the pins being connected to the plug to allow rotation of the plug but not to 
facilitate expansion or contraction of the plug. 

16. (Original) The locking cap for a pipe end of Claim 15 wherein the pins are selectively 
engageable by a key element for effecting leveraged rotation of the locking cap relative to the 
pipe end. 

17. (Original) The locking cap for a pipe end of Claim 16, wherein two pins each have 
center lines and the centerlines are positioned a first distance apart, and wherein the key element 
further comprises a handle having at least two holes which are the first distance apart on center. 

24. (Previously Presented) A locking cap key for locking and unlocking a locking cap, 
the key comprising a head and a handle, the head selectively engageable with a related structure 
on the locking cap and the handle being configured to plastically deform when a level of torque 
exceeds a predetermined level of torque, and wherein the key does not require a relief cut. 

25. (Original) The locking cap key of Claim 24, wherein the predetermined level of 
torque exceeds that required to lock the locking cap in position. 

26. (Original) The locking cap key of Claim 24, wherein the key assimies a permanently 
set spiral twist as a result of the plastic deformation, 

27. (Original) The locking cap key of Claim 24, wherein the head has a raised pattern 
disposed on a distal tip of the head. 

28. (Orlginal) The locking cap key of Claim 27, wherein the related structure on the 
locking cap includes a recessed pattern that is complementary to the raised pattern. 

29. (Original) The locking cap key of Claim 24, wherein the handle includes a hanging 

ring. 

30. (Original) The locking cap key of Claim 24, wherein the key has a generally T shaped 
configuration comprising a narrow arm portion and a cross-member, the cross-member having at 
least one hole disposed therein. 

32.(Previously Presented) A locking cap for a pipe end, the locking cap comprising a 
face plate and a plug portion, the face plate having a front surface and a rear surface, the plug 
portion having a front surface, a rear surface and a side surface, a slot extending longitudinally 
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between the front surface of the plug portion and the rear surface of the plug portion and radially 
between the side surface of the plug portion and a relief opening defined within the plug portion, 
a channel defined through the plug portion along the slot and radially displaced from the relief 
opening, the plug portion being connected to the face plate with the rear surface of the face plate 
arranged to substantially face the front surface of the plug portion, the plug portion sized and 
configured to be received by the pipe end with the side surface of the plug portion having a 
surface area generally coextensive with an inner contacted surface of the pipe end, the channel 
receiving a longitudinally translatable spreader member wherein at least one surface of the 
spreader member or the channel is tapered such that the spreader member and the channel 
cooperate to expand and retract the plug portion. 

3 3. (Previously Presented) A locking cap for a fire department connection, the fire 
department connection locking cap comprising a face plate and a plug portion, the face plate of 
the fire department connection locking cap having a front surface and a rear surface, the plug 
portion of the fire department connection locking cap having a front surface, a rear surface and a 
side surface, a slot extending longitudinally between the front surface and the rear surface and 
radially between the side surface and a relief opening defined within the plug portion, a channel 
defined through the plug portion along the slot, the plug portion connected to the face plate with 
the rear surface of the face plate arranged to substantially face the front surface of the plug 
portion, the plug portion of the fire department connection locking cap sized and configured to be 
received by the pipe end of the fire department connection with the side surface of the plug 
portion having a surface area generally coextensive with an inner contacted surface of the pipe 
end of the fire department connection, the channel receiving a longitudinally translatable spreader 
member wherein at least one surface of the spreader member or the channel is tapered such that 
the spreader member and the channel cooperate to expand and retract the plug portion. 

34. (Previously Presented) The locking cap of Claim 1, wherein the channel intersects 
only a portion of the slot. 

36.(Previously Presented) The locking cap of Claim 1, wherein the slot extends 
completely through the channel. 

38.(PreviousIy Presented) The locking cap of Claim 1, wherein the channel and the slot 
extend completely through the plug portion. 
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EVIDENCE APPENDIX 

1 . The Present Application as Published (United States Publication No. 2004/0168488A1) 

2. United States Patent No. 5,419,650, Issued to Hoshino, Applied in Office Action mailed 
June 24, 2005. 

3. United States Patent No. 4,651,771, Issued to Borenstein, Applied in Office Action 

mailed June 24, 2005. 

4. United States Patent No. 5,803,110, Issued to Segal, Applied in Office Action mailed 
June 24, 2005. 

5. United States Patent No. 4,526,193, Issued to Drach, Applied in Office Action mailed 
June 24, 2005. 

6. United States Patent No. 5,704,261, Issued to Strauch, Applied in Office Action mailed 
June 24, 2005. 

7. United States Patent No. 5,033,501, Issued to Stehling, Applied in Office Action mailed 
June 24, 2005. 

8. United States Patent No. 5,295,831, Issued to Patterson, Applied in Office Action mailed 

June 24, 2005. 

9. Office Action Mailed June 24, 2005. 



i, 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the gi: propriate paragraphs of 35 U.S.C. 102 that 
fornn the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless i- 



(b) the invention was patented or described in a 



printed publication in this or a foreign country or in public 



Clainns 1-3,32-34.36,38 are rejected 



surface (at 51a in Fig.3), rear surface (at 21 
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use or on sale in this country, more than one y^^ prior to the date of application for patent in the United 

States. 

(e) the invention was described in (1) an apdli^ation for patent, published under section 122(b), by 
another filed in the United States before the ni^ntion by the applicant for patent or (2) a patent 
granted on an application for patent by anott le r filed in the United States before the invention by the 
applicant for patent, except that an intematic n 3I application filed under the treaty defined in section 
351(a) shall have the effects for purposes of tt lis subsection of an application filed in the United States 
only if the internattonal applicatbn designatepjthe United States and was published under Article 21(2) 
of such treaty in the English language 



under 35 U.S.C. 102(b) as being clearly 



anticipated by Hoshino 5,419,650. Hoshino teaches a plug 21 and face plate 32 
assembly for a pipe end 50 comprising a th eaded actuator 70 having a configured head 
and attached to a tapered spreader member 41 which expands the plug member 21 into 
frictional engagenient with the pipe walls 36 when locked. The plug comprises a front 



a in Fig.2), side surface (at 21a in Flg.1) and 



a slot 22 (flg.1 ) extending longitudinally be^ veen the front and rear and radially between 
the side and a relief opening (at 24 inside the plug) and further, wherein the inside of the 
plug fomns a channel therethrough (coexter sive with the surface 23 In Fig.1) and 
radially displaced from the relief opening (ta pered portion 24), which receives a 
spreader member 41 and the actuator 70. V/lth respect to new claim 32, the channel 
coextensive with surface 23 in Fig. 1 is cleiafly radially displaced from the relief opening 
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xiairn 



(taper portion 24). With respect to new 
"fire department connection locking cap" i^ 
additional structure is disclosed which wo(|jld 
and key and, therefor, the prior art key wojj 
having the claimed structure. 



33. the Intended use of the device on a 
lot accorded patentable weight since no 

distinguish from the prior art locking cap 
d be capable of being used on any cap 



Claim Rejecti0ifs 

3- The following is a quotation of 35 U. 
obviousness rejections set forth in this Ofiicie 



(a) A patent may not be obtained though thej li 
forth in section 102 of this title, if the drfferei 
the prior art are such that the subject matterj 
invention was made to a person having ordirb|fy 
Patentability shall not be negatived by the m| 



4. Claim 7 is rejected under 35 U.S.C. 
'650 in view of Borenstejn 771 . Hoshino 
falls to specify the material used. Borenst$i|i 
brass annong other suitable materials for a 
obvious to one of ordinary skill in the art to 
brass as taught by Borenstein et al as an 

5. Claims 4-6 are rejected under 35 ui. 
Hoshino '650 in view of Segal '110. Segaj 
comprising at least 7 apexes and 8 wavy 
head. It would have been obvious to one 
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35 use §103 

C. 103(a) which forms the basis for all 
action: 



iijivention is not identically disclosed or desaibed as set 
between the subject matter sought to be patented and 
a whole wouU have been obvious at the time the 
skill in the art to which said subject matter pertains, 
in which the invention was made , 



i|aiineri 



i 03(a) as being unpatentable over Hoshino 
tejaches a plug member on a locking cap but 
et al teach, in col. 4, line 65, the use of 
}lug lock member. It would have been 
Tiodify the material of Hoshino by providing 
Opvious matter of design choice. 

,C. 103(a) as being unpatentable over 
eaches the use of a bolt head 17 (Fig. 6) 
Qrlooves actuated by a similariy configured key 
Of ordinary skill in the art to modify the bolt 
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head 22 of Hoshino by providing a configiirsd head and accompanying key head as 



taught by Segal to enhance the security o 
6. Claims 1 5-1 7 are rejected under 35 
Hoshino '650 in view of Drach '1 93. Drach 



he lock. 

J.S.C. 103(a) as being unpatentable over 
teaches a lock cap face plate having two 



Drach since they are recognized art relatec 
7, Claims 24-28 are rejected under 3$ 



shaft 4, defining a deformation zone withou 
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spaced pin members 24,26 which are received in pin apertures 56,58 on a key member. 
It would have been obvious to one of ordiipary skill in the art to change the key 
configuration of the face plate 32 of Hoshin 3 by providing pin members as taught by 



equivalents. 

J.S.C. 1 03(a) as being unpatentable over 



Strauch et al 5,704,261 . Strauch et al teaoi a key/tool member 3 comprising a handle 



a relief cut which, upon torqueing of the tool 



beyond a predetermined amount, deforms |)lastically (col. 4, lines 10-24; claims 10,12). 
It would have been obvious to one of ordiriciry skill in the art to utilize such a tool/key as 
taught by Strauch et al, on a locking cap aqtuator such as that previously discussed with 
respect to Hoshino, 

8. Claims 24,29 are further rejected under 35 U.S.C. 103(a) as being unpatentable 
over Stehling '501 in view of Strauch et al ;':!61 . Stehling teaches a key member having 
a hole portion (at 40) which is capable of Deceiving a key ring. It would have been 
obvious to one of ordinary skill in the art to jnodify the key of Stehling by providing a 
defomriation zone as taught by Strauch et a as an obvious matter of design choice in 
enhancing the security of the lock cap. 
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9. Claims 24,30 are further rejected 
over Borenstein 771 in view of Patterson 
comprising a T-shaped cross member 
disposed in one aoss member. It would h^ 
the art to modify the key of Borenstein et 4il 
by Strauch et al as an obvious matter of 
lock cap. 



Pages 



uhtier 35 U.S.C. 103(a) as being unpatentable 
$31. Borenstein et al teach a key member 
configuration at one end (49/66) vvith a hole 66 
/e been obvious to one of ordinary skill in 
by providing a deformation zone as taught 
dlB^ign choice in enhancing the security of the 



Allowable Subject Matter 

10. Claim 31 is allowed. 
The new limitation in claim 31 requiring the channel to be disposed between the 

slot and the relief opening defines over Hbs hino which cleariy teaches the channel 
(portion coextensive with surface 23 in Fi^.jl ) radially disposed after the slot 22 and 
relief opening (tapered portion 24). 

1 1 . Claims 35,37 are objected to as belrjg dependent upon a rejected base daim, but 
would be allowable if rewritten In indepencf^nt forni including ail of the limitations of the 
base claim and any intervening claims. 



The slot of Hoshino does not extend 



through "two sides" of the channel as set 



forth in claim 35 and further, does not teaoh that the face plate and plug are secured by 
fasteners (plural), since Hoshino teaches that they are secured only by the fastener 70. 
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Response io Arguments 

12. Applicants arguments filed 9/27/04 have been fully considered but they are not 
persuasive. The new matter rejection ha$ heen withdrawn in view of Applicant's 
persuasive arguments. Thus, with respecli to claims 24-30, the Patterson rejection is 
withdrawn and a new rejection set forth a^ liscussed above. 

With respect to Hoshino. initially \tk noted that Applicant's drawing indicating 



the Examiner's interpretation of structure lis 
1, a small tapered portion 24 at the front or 
used to satisfy the relief opening structure, 



accurate. Hoshino cleariy teaches In Figure 
upper surface of the plug which is being 
and a straight channel through the plug, 



coextensive from the inner surface 23 (i.ei plane extending from the surface 23 
straight through the plug and therefor, disposed radially inward of the tapered portion 
24) to satisfy the channel structure. It is nptsd that the claims do not require that the 
relief opening extend completely through the plug, therefore the small tapered portion 
24 of Hoshino satisfies this limitation. Furthermore, Applicant's arguments on page 8 of 
the remarks, with respect to the recitation Itliat either the spreader or channel have a 



tapered portion to expand the plug, are not 
Hoshino, the spreader 40 has a taper which 



persuasive since, as shown In Fig. 6 of 
engages the channel surtace coextensive 



with portion 23, to spread the plug. Contrairr to applicant's arguments in lines1-3 of 
page 9, Fig.6 of Hoshino clearly shows a pDrtion of the spreader taper engaging the 
vertical wall portion 23 of the channel to sprjead the plug. With respect to applicant's 



arguments regarding the Drach reference, i 



plate 32 is integral with the plug 21 , providing pins on the face plate as taught by Drach 



is maintained that since the Hoshino face 
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would obviously provide them on the plug 
claims 1-7.1 5-1 7.24-30 ,32,33-34.36,38 



v^hich Is integral therewith. Accordingly, 
rejected. 



StlHld 



Coi)clusion 



1 3. The prior art made of record and n<j)t 



applicant's disclosure. Note the key of Trempala D472,434 



Any inquiry concerning this commun 



supervisor, Brian Glessner can be reached 
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relied upon is considered pertinent to 



cation or earlier communications from the 



examiner should be directed to Suzanne Dino Barrett whose telephone number is 571- 
272-7053. The examiner can normally be reached on M-Th 8:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 



on 571-272-6843. The fax phone number 



for the organization where this application c r proceeding is assigned is 703-872-9306. 

i 

Information regarding the status of a 1 application may be obtained from the 
Patent Application Information Retrieval (P/UR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applicati 3ns is available through Private PAIR only. 
For more infomiatlon about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Privati» PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (tclll-flree) 



sdb 




Dino Barrett 
Primary Examiner 
Art Unit 3676 
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